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DETAILED ACTION 

Response to Arguments 

Applicant's arguments filed 8/16/04 have been considered but are moot in view of the new 
ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis for 
the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 10-13 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Patent 
5,298,717 to DeRosset Jr. 

Referring to the specification and figures, DeRosset Jr. teaches a computerized method of indicia 
placement on a planar surface, comprising the steps of: providing a workpiece having a planar surface; 
providing an indicia image; obtaining the dimensions of the planar surface; inputting an approximate 
desired indicia location and a desired orientation; calculating an optimal indicia location on the planar 
surface according to the desired indicia location; effecting the movement of an indicia imparting device to 
the optimal indicia location on the planar surface; and imparting the indicia at the optimal indicia location 
on the planar surface, where the step of imparting the indicia comprises the steps of placing a laser 
emitting device to be adjacent the planar surface and aimed perpendicularly to said surface, and emitting 
light from the laser in a pattern to impart the indicia image, where the step of emitting light from the laser 
in a pattern to impart the indicia is effected by a picture-imparting laser and the step of emitting light from 
the laser in a pattern is effected according to a computerized image file. 



Claim Rejections - 35 USC § 103 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 

5,298,717 to DeRosset Jr. in view of U.S. Patent 6,060,157 to LaPerre et al. 

Regarding Claim 5, DeRosset Jr. teaches a method and apparatus for etching indicia on a glass 
surface such as window glass using a laser. The method of DeRosset Jr. comprises providing a laser 
beam etcher capable of etching an image in the planar workpiece positioning said planar workpiece 
perpendicularly to the aim of said etcher; calculating an optimal indicia location according to established 
parameters; moving said laser beam etcher adjacent said optimal indicia location; providing image data; 
providing orientation data; transmitting said image data and said orientation data to said laser beam 
etcher; and imparting the indicia to the workpiece using the laser. 

DeRosset Jr. does not teach that the orientation data indicates that the etched indicia will 
comprise a mirrored image so that the etched indicia comprise a mirrored image readable through the 
workpiece. 

LaPerre et al. teaches that it is conventional in the art of etching indicia on a transparent article 
such as window glass to etch the image as a mirrored image readable through the workpiece. (Col. 1, 
Lines 34-54) It would have been obvious to one of ordinary skill in the art at the time of invention to etch 
the window glass indicia of DeRosset Jr. in the conventional manner. 

Regarding Claims 6, and 7, DeRosset Jr. teaches that image data is transmitted to a computer, 
which converts the image data into a control signal and transmits the control signal to the laser. It is 
inherent in the method of DeRosset Jr. that the data also contains orientation data in order to provide a 
properly oriented image. It would have been obvious to one of ordinary skill in the art at the time of 
invention to transmit the orientation and image data either as separate data elements or as incorporated 
image data in order to provide a properly oriented image. 
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Claims 8, 9, and 14-27, are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent 5,298,717 to DeRosset Jr. in view of the admitted prior art. 

Referring to the specification and figures, DeRosset Jr. teaches a computerized method of 
imparting an indicia to a planar surface, comprising the steps of: providing an etcher capable of etching 
an indicia in the planar workpiece media; providing a subject of the planar workpiece media having a first 
edge and a second edge; determining a desired indicia location proximate said workpiece, said location 
being at an intersection of a first and second inset line, the first and second inset lines being at an angle 
to each other, the first inset line being a specified distance from a first tangent line, said first tangent line 
being tangent to said first edge, said second inset line being a specified distance from a second tangent 
line, said second tangent line being tangent to said second edge; determining a first offset distance from 
the first edge at which the intersection should be located, determining a second offset distance from the 
second edge at which the intersection should be located; positioning said planar workpiece adjacent said 
etcher; transmitting image data and orientation data to said etcher; finding the first edge of said planar 
workpiece; finding the second edge of said planar workpiece; positioning said etcher adjacent the 
intersection including positioning said etcher at a point along said first dimension, at a distance from the 
first edge equal to the first offset distance; positioning said etcher at a point along said second dimension, 
at a distance from the second edge equal to the second offset distance; and imparting the indicia to the 
planar workpiece surface at the intersection, wherein the step of imparting the indicia comprises the steps 
of placing a laser emitting device adjacent the planar surface and emitting light from the laser in a pattern 
to impart the indicia image and wherein the step of emitting light from the laser in a pattern to impart the 
indicia is effected using a picture-imparting laser. 

DeRosset Jr. does not explicitly teach determining a desired indicia location proximate a corner of 
said workpiece. 

However, the admitted prior art teaches that it is known in the art of etching information on 
window glass to place indicia in the bottom corner of the glass. It would have been obvious to one of 
ordinary skill in the art at the time of invention to use the etching method and apparatus of DeRosset Jr. 
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to etch the bottom corner of window glass as described in the admitted prior art as DeRosset Jr. teaches 
a method that is particularly well suited to forming images in window glass in a particular location using a 
laser. 

Regarding Claims 16 and 24-27, DeRosset teaches the method of the invention substantially as 
claimed, but does not teach determining window specification data by testing the workpiece or using the 
laser to etch window specification information, text information, logo information or NFRC rating 
information. 

However, the admitted prior art teaches that it is known in the art to test window glass to 
determine window specification data, and to provide window specification information, text information, 
logo information or NFRC rating information on the surface of the window glass by etching. 

Since DeRosset provides a method of etching window glass to provide such information as a 
barcode, number, decorative design, or the like, it would have been obvious to one of ordinary skill in the 
art at the time of invention to use the etching method and apparatus of DeRosset Jr. to etch the window 
glass information as described in the admitted prior art as DeRosset Jr. teaches a method that is 
particularly well suited to forming images in window glass in a particular location using a laser. 

Regarding Claims 18, 21, and 22, DeRosset inherently teaches transmitting orientation data to 
the laser as the image data provides a properly oriented image. Further, as discussed in the admitted 
prior art, laser-marking devices are often supplied with software for loading computer files containing 
image data. It is notoriously old and well known in the computer image art that image software typically 
provides orientation data for an image in order to provide an image that is properly oriented. 

Regarding Claim 23, DeRosset Jr. teaches receiving the workpiece at a fixed position in a 
workstation. See Figures 9 and 10 for example. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded of 
the extension of time policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing date 
of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Roberts Culbert whose telephone number is (571) 272-1433. The examiner can normally 
be reached on Monday-Friday (7:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Gregory Mills can be reached on (571 ) 272-1439. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) 
at 866-217-9197 (toll-free). 



R. Culbert 




